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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on 19 June 2006 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-34 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Terminal Disclaimer 

1. The terminal disclaimer filed on 6/19/2006 disclaiming the terminal portion of any patent 
granted on this application which would extend beyond the expiration date of any patent granted 
on Application Number 10/291,821 has been reviewed and is accepted. The terminal disclaimer 
has been recorded. 

Response to Arguments 

2. In response to communications filed on 6/19/2006, applicant amends claims 1, 13, 24, 
and 30, and cancels claims 35-42. The following claims 1-34 are presented for examination. 

2. 1 In response to communications filed on 6/19/2006, the 1 12 th rejection second paragraph 
of claims 1, 13, 24, and 30 have been withdrawn with respect to the amendment. 

2.2 Applicant's arguments, pages 9-12, filed on 6/19/2006 with respect to the rejection of 
claims 1-34 have been fully considered, but they are not persuasive. Examiner acknowledges 
that there was a typo error regarding claim 1; and claim 1 was clearly rejected in view of Wolff 
and Sekendur because Wright was never cited in the body of the rejection. Applicant argues that 
neither Wolff, Sekendur, nor any combination thereof discloses the limitation of "the form 
includes coded data, the coded data being indicative of an identity of the form and at least one 
reference point of the form". Examiner respectfully disagrees because different sections in 
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Wolff disclose a printed form having coded data, the coded data having a plurality of coded data 
portions, and the coded data being indicative of an identity of the form and at least one reference 
point of the form (see column 3, lines 37-41, 60-65; and column 7, lines 24-29); (see also column 
9, lines 8-12 and line 58 through column 10, line 34). Applicant has not overcome the rejection 
of claim 1, and claims 1-34 remain rejected in view of Wolff, Sekendur, and Wright. 

Claim Rejections - 35 USC §103 
3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-10, 12-22, 24-28, 30-33, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent 6,081,261 to Wolff et al. in view of US Patent 5,477,012 to 
Sekendur. 



As per claims 1, 13, 15, Wolff et al discloses a method and system for enabling 
registration of a user to use a computer system, the method including: receiving, in a processing 
system associated with the computer system, indicating data from a sensing device regarding the 
identity of the form and a position of the sensing device relative to the form, the sensing device, 
when placed in an operative position relative to the form, generating the indicating data using at 
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least some of the coded data on the form, for example (see column 3, lines 37-41, 60-65; and 
column 7, lines 24-29); (see also column 9, lines 8-12 and line 58 through column 10, line 34); 
and identifying, in the processing system and from the indicating data, at least one parameter 
relating to user registration, and storing the at least one parameter so as to be accessible by said 
computer system, for example (see column 6, lines 59 et seq. and see column 9, line 39 through 
column 10, line 38); providing a printed, registration form containing information relating to user 
registration, the form including coded data indicative of an identity of the form and of at least 
one reference point of the form, for example (see column 9, line 64 through column 10, line 9; 
column 3, lines 25-40; and column 4, lines 7-37 and lines 52-58). Wolff discloses data 
identifying position location with respect to the form, by reciting a pen instrument having 
sensors capable of reading digitally encoded and printed information and support at least Optical 
character recognition, also the pen instrument can have receiver for receiving output of multiple 
(infrared) transmitter for position location of the writing surface, see column 9, lines 1-28 and 
column 10, lines 46-50. To one skilled in the art it is obvious that the recitation of coded data 
identifying a unique location of points relative to the form does not depart from the spirit and 
scope of the invention of Wolff. Wolff et al does not explicitly disclose the sensing device 
generating indicating data that includes time varying position information regarding movement 
of the sensing device relative to the form using sensed coded data. It is noted that the scanned 
coded data can be interpreted as sensed coded data because they have to be sensed by sensors or 
readers. Sekendur in an analogous art teaches providing a surface paper with position-related 
coding means having a plurality of reference points or coordinates for designating coordinates 
relative to the paper, the path of the pen and the writing tip of the pen, for example (see column 
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4, lines 10-60) that meets the recitation of providing a form with a plurality of coded data 
wherein the coded data include coded data portions, each coded data portion being indicative of 
the at least one reference point of the form and the identity of the form and discloses indicating 
data includes time varying position information regarding movement of the sensing device 
relative to the form generated by the sensing device during operation thereof using sensed coded 
data for example (see column 4, lines 10-60). The invention discloses many advantages such as 
a system that indicates precisely the movement and position of a movable element within a plane 
or a three dimensional element, for example (see columns 2-3). Sekendur even suggests that the 
position-related coding means may comprise of any means even a barcode system (see column 4, 
lines 45-50). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide a form with a plurality of reference points, the coded data 
identifying a unique location of each of the reference point relative to the form as taught by 
Sekendur in order to indicate precisely the movement and position of a pen within a plane or a 
three dimensional element, for example (see columns 2-3); and indicating data that includes time 
varying position information regarding movement of the sensing device relative to the form 
generated by the sensing device during operation thereof using sensed coded data in order to 
indicate precisely the movement and position of a pen within a plane or a three dimensional 
element, for example (see columns 2-3). This modification would have been obvious because 
one skilled in the art would have been motivated by the suggestions provided by Sekendur so as 
to benefit from precisely locating the movement and position of a pen within a plane or a three 
dimensional element, for example (see column 2, lines 45-61 and abstract). 
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As per claims 2 and 14, Wolff et al. discloses the limitation of wherein said at least one 
parameter relating to the user registration is associated with at least one zone of the form, and 
wherein the method includes identifying, in the processing system and from the zone relative to 
which the sensing device is located, said at least one parameter (see column 4, lines 7-37 and 
column 3, lines 42-65; see also column 9, lines 1-38). 

As per claim 3, Wolff et al. discloses the limitation of wherein the indicating data 
includes time-varying position information regarding movement of the sensing device relative to 
the form which is generated by the sensing device during operation thereof using at least some of 
the coded data (column 9, lines 1-38 and lines 58-63), and wherein the method includes 
identifying, in the processing system and from the movement information of the sensing device 
at least partially within said at least one zone, said at least one parameter (see column 4, lines 7- 
5 1). Claim 3 is also rejected on the same rationale as the rejection of claim 1 . 

As per claims 4 and 18, Wolff et al. discloses the limitation of in which the at least one 
parameter is a text parameter of the user registration, the method including identifying, in the 
processing system, that said movement information of the sensing device represents an action of 
entering handwritten text data by means of the sensing device and effecting, in the processing 
system, an operation associated with the text parameter (see column 4, lines 7-12 and lines 52-67 
an d column 8, lines 48-67) 
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As per claims 5 and 19, Wolff et al. discloses the limitation of including converting, in 
the processing system, the identified handwritten text data into computer text (see column 7, 
lines 6-14 and column 6, lines 31-45). 

As per claim 6, Wolff et al. discloses the limitation of wherein the at least one text 
parameter comprises registration data identifying said user (see column 3, lines 25-50 and 
column 8, lines 59-67). 

As per claim 7, Wolff et al. discloses the limitation of wherein the registration data 
includes identification and contact details associated with said user (see column 3, lines 25-50). 

As per claim 8, Wolff et al. discloses the limitation in which the parameter is a user 
authorization parameter, the method including identifying, in the processing system, that the user 
has entered a handwritten signature by means of the sensing device and storing data identifying 
the handwritten signature so as to be accessible by the computer system (see column 8, lines 59- 
67 and column 7, lines 5-14). 

As per claims 9 and 21, Wolff et al. discloses the limitation of which includes printing 
the registration form on demand (see column 6, lines 46-52). 

As per claims 10, 22, 28, and 33, Wolff et al. discloses the limitation which includes 
printing the form on a surface-defining means and, at the same time that the form is printed, 
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printing the coded data on the surface (see column 1, line 59 through column 2, line 2 and 
column 3, lines 34-53). 

As per claims 12, 17, and 32, Wolff et al. discloses the limitation of wherein the sensing 
device contains an identification means which imparts a unique identity to the sensing device, 
the method including storing the identity of the sensing device in association with the at least one 
parameter relating to user registration (see column 10, lines 34-38), 

As per claim 16, Wolff et al. discloses the limitation of wherein the sensing device 
includes a marking nib (see column 7, lines 5-14). 

As per claims 20 and 26, Wolff et al. discloses the limitation of wherein the at least one 
parameter relating to user registration includes information selected from the group of: 
identification information for the user; address information for the user; telephone details for the 
user; and privacy preferences for the user (see column 3, lines 25-50). 

As per claims 24 and 30, Wolff et al. discloses deriving, from the indicating data 
regarding at least one action of the sensing device in relation to the form, an identity of a user to 
be registered (see column 10, lines 34-40); and storing, in the computer system, registration data 
for the user including the identity of the user associated with the identity of the sensing device 
(see column 6, lines 59 et seq.; column 9, line 39 through column 10, line 38and column 10, 
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lines 34-38). Claims 24 and 30 are rejected on the same rationale as the rejection of claim 1 
since the other limitations are found in claim 1 as discussed above. 

As per claims 25 and 31, Wolff et al. discloses the limitation of wherein the at least one 
action of the sensing device in relation to the form includes the formation of handwritten text 
and/or markings on the form (see column 10, lines 34-40). 

As per claim 27, Wolff et al. discloses the limitation of including receiving in the 
computer system authorizing data from a second sensing device, the authorizing data including 
information regarding the identity of the second sensing device, the identity of the form and at 
least one action of the second sensing device in relation to the form generated by the second 
sensing device using at least some of the coded data, the second sensing device being associated 
in the computer system with a second user authorized to permit user registrations (see column 
10, lines 34-40). Wolff et al. discloses multiple users and sensing device associated with each 
user. The same invention disclosed can be applied to multiple users. 

4. Claims 11, 23, 29, and 34 are rejected under 35 U.S.C 103(a) as being unpatentable 
over US Patent 6,081,261 to Wolff et al in view of US Patent 5,477,012 to Sekendur and further 
in view of US Patent 4,864,618 to Wright et al. 

As per claims 11, 23, 29, and 34, both references substantially disclose the claimed 
method and system of claims 1, 13, 24, and 30. Neither of the references explicitly discloses 
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printing the coded data to be invisible. However, Wright et al discloses the limitation of 
wherein the information relating to user registration and the coded data are printed 
simultaneously (column 13, lines 23-31) so that both visible and invisible information can be 
verified together and non-conformity can be distinguished thereby providing an additional level 
of security (column 13, lines 32-50). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify the method and system as combined 
above to provide a printed registration form wherein the registration and the coded data are 
printed simultaneously and the coded data are invisible so that both visible and invisible 
information can be verified together and non-conformity can be distinguished thereby providing 
an additional level of security as taught by Wright et al. This modification would have been 
obvious because one skilled in the art would have been motivated by the suggestions provided by 
Wright et al so as to allow both visible and invisible information to be verified together and 
non-conformity can be distinguished, thereby providing an additional level of security (column 
13, lines 32-50). 

Conclusion 

5. THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 



Application/Control Number: 09/609,303 Page 1 1 

Art Unit: 2136 

will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

5.1 Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carl Colin whose telephone number is 571-272-3862. The 
examiner can normally be reached on Monday through Thursday, 8:00-6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nasser G. Moazzami can be reached on 571-272-4195. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

r.rirniin NASSER MOAZZAMS 

Carl Colm PRIMARY EXAMINED 

Patent Examiner 



August 31, 2006 



